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_ Tne MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be tomety filed 
after SIX (6) MONTHS from the maiting date of this communication. 




Any W repIy received by trie Office later man threemontfTs "after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)D Responsive to communication(s) filed on 



2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) 03 Claim(s) 7-23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-23 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) KI The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 29 September 2000 is/are: a)D accepted or b)g] objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some*c)D None of: 

1. D Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachments) 

1 ) (3 Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 



1 . Applicants are reminded of the proper language and format for an abstract of the 
disclosure. 

2. The language should be clear and concise and should not repeat information given 
in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

3. The abstract of the disclosure is objected to because the implied phrases. 
Correction is required. See MPEP § 608.01(b). 

4. The use of the trademark 3COM has been noted in this application. It should be 
capitalized wherever it appears and be accompanied by the generic terminology. 

5. Although the use of trademarks is permissible in patent applications, the proprietary 
nature of the marks should be respected and every effort made to prevent their use 
in any manner which might adversely affect their validity as trademarks. 

6. The drawings are objected to as failing to comply with 37 CFR 1 .84(p)(5) because 
they do not include the following reference sign(s) mentioned in the description: 

In figure 1, #132. 



7. 



A proposed drawing correction or corrected drawings are required in reply to the 
Office action to avoid abandonment of the application. The objection to the drawings 
will not be held in abeyance. 
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8. A substitute specification including the claims is required pursuant to 37 CFR 
1 .125(a) because the top margins of the pages are too small. 

9. A substitute specification filed under 37 CFR 1 .125(a) must only contain subject 
matter from the original specification and any previously entered amendment under 
37 CFR 1.121. If the substitute specification contains additional subject matter not 
of record, the substitute specification must be filed under 37 CFR 1 .125(b) and must 
be accompanied by: 1) a statement that the substitute specification contains no new 
matter; and 2) a marked-up copy showing the amendments to be made via the 
substitute specification relative to the specification at the time the substitute 
specification is filed. 

10. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicants' cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

1 1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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12. Claims 15-23 are rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to 
enable one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the.invention. 

The specification fails to provide an enabling disclosure for the one or 
more sequences of one or morejr^ructions since these sequences and 
instructions are not disclose and is known only to the inventor. To establish a 
reasonable basis for questioning the adequacy of a disclosure, the examiner 
must present a factual analysis of a disclosure to show that a person skilled in 
the art would not be able to make and use the claimed invention without resorting 
to undue experimentation. 

In computer applications, it is not unusual for the claimed invention to 
involve two areas of prior art or more than one technology, e.g., an appropriately 
programmed computer and an area of application of said computer. White 
Consol. Indus., 214 USPQ at 821. In regard to the "skilled in the art" standard, in 
cases involving both the art of computer programming, and another technology, 
the examiner must recognize that the knowledge of persons skilled in both 
technologies is the appropriate criteria for determining sufficiency. See In re 
Naquin, 398 F.2d 863, 158 USPQ 317 (CCPA 1968); In re Brown, 477 F.2d 946, 
177 USPQ 691 (CCPA 1973); and White Consol. Indus, v. Vega Servo-Control, 
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Inc., 214 USPQ 796, 822 (S.D.Mich. 1982), affd on related grounds, 713 F.2d 

788, 218 USPQ 961 (Fed. Cir. 1983). 

In a typical computer application, system components are often 

represented in a "block diagram" format, i.e., a group of hollow rectangles 

representing the elements of the system, functionally labelled, and 

interconnected by lines. Such block diagram computer cases may be categorized 

into (A) systems which include but are more comprehensive than a computer and 

(B) systems wherein the block elements are totally within the confines of a 

computer. 

The first category of such block diagram cases involves systems which 
include a computer as well as other system hardware and/or software 
components. In order to meet his or her burden of establishing a reasonable 
basis for questioning the adequacy of such disclosure, the examiner should 
initiate a factual analysis of the system by focusing on each of the individual 
block element components. More specifically, such an inquiry should focus on 
the diverse functions attributed to each block element as well as the teachings in 
the specification as to how such a component could be implemented. If based on 
such an analysis, the examiner can reasonably contend that more than routine 
experimentation would be required by one of ordinary skill in the art to implement 
such a component or components, that component or components should 
specifically be challenged by the examiner as part of a 35 U.S.C. 1 12, first 
paragraph rejection. A dditionally, the examiner should determine whether certair\ 
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of the hardware or software components depicted as block elements are 

themselves complex assemblages which have widely differing characteristics 

and which must be precisely coordinated with other complex assemblages. 

Under such circumstances, a reasonable basis may exist for challenging such a 

functional block diagram form of disclosure. See In re Ghiron. 442 F.2d 985, 169 

USPQ 723 (CCPA 1971) and In re Brown, supra. Moreover, even if the applicant 

has cited prior art patents or publications to demonstrate that particular block 

diagram hardware or software components are old, it should not always be 

considered as self-evident how such components are to be interconnected to 

function in a disclosed complex manner. See In re Scarbrough, 500 F.2d 560, 

566, 182 USPQ 298, 301 (CCPA 1974) and InreForman, 463 F.2d 1125, 1129, 

175 USPQ 12, 16 (CCPA 1972). Furthermore, in complex systems including a 

digital computer, a microprocessor, or a complex control unit as one of many 

block diagram elements, timing between various system elements may be of the 

essence and without a timing chart relating the timed sequences for each 

element, an unreasonable amount of work may be required to come up with the 

detailed relationships an applicant alleges that he or she has solved. See In re 

Scarbrough, 500 F.2d at 566, 182 USPQ at 302. 

For example, in a block diagram disclosure of a complex claimed system 

which includes a microprocessor and other system components controlled by the 

microprocessor, a mere reference to a prior art, commercially available 

microprocessor, without any description of the precise operations to be 
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performed by the microprocessor, fails to disclose how such a microprocessor 

would be properly programmed to either perform any required calculations or to 

coordinate the other system components in the proper timed sequence to 

perform the functions disclosed and claimed. If, in such a system, a particular 

program is disclosed, such a program should be carefully reviewed to ensure that 

its scope is commensurate with the scope of the functions attributed to such a 

program in the claims. See In re Brown, 477 F.2d at 951, 177 USPQ at 695. If 

the disclosure fails to disclose any program and if more than routine 

experimentation would be required of one skilled in the art to generate such a 

program, the examiner clearly would have a reasonable basis for challenging the 

sufficiency of such a disclosure. 



13. Recent Statutory Changes to 35 U.S.C. § 102(e) 

On November 2, 2002, President George W. Bush signed the 21st 
Century Department of Justice Appropriations Authorization Act (H.R. 2215) 
(Pub. L. 107-273, 116 Stat. 1758 (2002)), which further amended 35 U.S.C. 
§ 102(e), as revised by the American Inventors Protection Act of 1999 (AIPA) 
(Pub. L. 106-113, 113 Stat. 1501 (1999)). The revised provisions in 35 U.S.C. 
§ 102(e) are completely retroactive and effective immediately for all applications 
being examined or patents being reexamined. Until all of the Office's automated 
systems are updated to reflect the revised statute, citation to the revised statute 
in Office actions is provided. This also substitutes for any citation of the text of 
35 U.S.C. § 102(e), if made, in the Office action. 

The following is a quotation of the appropriate paragraph of 35 U.S.C. § 
102 in view of the AIPA and H.R. 2215 that forms the basis for the rejections 
under this section made in the Office action: 

A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, 
published under section 122(b), by another filed in the United States 
before the invention by the applicant for patent or (2) a patent granted on 
an application for patent by another filed in the United States before the 
invention by the applicant for patent, except that an international 
application filed under the treaty defined in section 351(a) shall have the 
effects for purposes of this subsection of an application filed in the United 
States only if the international application designated the United States 
and was published under Article 21(2) of such treaty in the English 
language. 

35 U.S.C. § 102(e), as revised by the AIPA and H.R. 2215, applies to all 
qualifying references, except when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 
2000. For such patents, the prior art date is determined under 35 U.S.C. § 
102(e) as it existed prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. § 
102(e)). 

The following is a quotation of the appropriate paragraph of 35 U.S.C. § 
102 prior to the amendment by the AIPA that forms the basis for the rejections 
under this section made in the Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an 

application for patent by another filed in the United States before 

the invention thereof by the applicant for patent, or on an 

international application by another who has fulfilled the 

requirements of paragraphs (1), (2), and (4) of section 371(c) of this 

title before the invention thereof by the applicant for patent. 



For more information on revised 35 U.S.C. § 102(e) visit the USPTO website at 
www.uspto.gov or call the Office of Patent Legal Administration at (703) 305-1622. 
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14. Claims 1-4, 9, 10, 13-18, and 23 are rejected under 35 U.S.C. 102(e) as being 
clearly anticipated by Will. 

Will clearly discloses a method of managing a phone of a personal digital 
assistant (Figures 12a,b) comprising retrieving a list (figure 8a) from a stored 
memory location (figure 2, #1 1 & 12) and displaying at least a portion of the list on a 
screen (figure 8b & 8d). 

Regarding claims 13 and 14, note #16, 15. 
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15. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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16. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the differences 
between the subject matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter 
pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 



17. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the 
various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the 
obligation under 37 CFR 1.56 to point out the inventor and invention dates of each 
claim that was not commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of 35 U.S.C. 103(c) and potential 35 
U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

18. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 



19.Claims 5-8, 11,12, and 19-22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Will in view of Desai or Windsor or Yamagishi, et al or Toba. 

Will disclose all subject matter except for the list record being a call list 



record, including the claimed call details. 
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The examiner takes OFFICIAL NOTICE that a the list record being a call list 

record, including the claimed call details is well known in the art and not invented by 

applicants. The examiner cites Desai or Windsor or Yamagishi, et al or Toba as 

evidence as such. Hence, it would have been obvious to one of ordinary skill in the 

are at the time the claimed invention was made to incorporate the well known use of 

a list record being a call list record, including the claimed call details in the method 

and phone device Will in order for a user to review calls he made and calls received. 
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20. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Tsoi discloses a mobile telephone user interface. 

Lim shows a telephone for storing particulars of outgoing calls. 

Brandon teaches an automated telephone directory. 

Laursen, et al disclose scrolling method. 

Pivowar, et al show a personal digital assistant 

21. AMENDMENTS MAY NOW BE SUBMITTED IN REVISED FORMAT 

The United States Patent and Trademark Office (USPTO) is permitting applicants 
to submit amendments in a revised format as set forth below. Further details of this 
practice are described in AMENDMENTS IN A REVISED FORMAT NOW PERMITTED, 
signed January 31, 2003, expected to be published in Official Gazette in February, 2003 
(Notice posted on the Office's web site at 

http://www.uspto.gov/web/offices/pac/dapp/opla/preognotice/revamdtprac.htm ). 
The revised amendment format is essentially the same as the amendment format that 
the Office is considering adopting via a revision to 37 CFR 1.121 (Manner of Making 
Amendments). The revision to 37 CFR 1.121 (if adopted) will simplify amendment 
submission and improve file management. The Office plans to adopt such a revision to 
37 CFR 1 . 1 21 by July of 2003, at which point compliance with revised 37 CFR 1.121 will 
be mandatory. 

Effective immediately, ail applicants may submit amendments in reply to Office 
actions using the following format. Participants in the Office's electronic file wrapper 
prototype 1 receiving earlier notices of the revised practice may also employ the 
procedures set out below. 



1 The Office's Electronic File Wrapper prototype program is described in USPTO ANNOUNCES PROTOTYPE OF 



IMAGE PROCESSING. 1265 Off Gaz. Pat Office 87 (Dec. 1 7. 2002) ("Prototype Announcement"! and applies 
only to Art Units 1634. 2827 and 2834. 
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REVISED FORMAT OF AMENDMENTS 

Begin on separate sheets: 

Each section of an Amendment (e.g., Claim Amendments, Specification 
Amendments, Remarks) should begin on a separate sheet. For example, in an 
amendment containing a.) introductory comments, b.) amendments to the claims, c.) 
amendments to the specification, and d.) remarks, each of these sections should begin 
on a separate sheet. This will facilitate the process of separately indexing and scanning 
of each part of an amendment document for placement in an electronic file wrapper. 

Two versions of amended paiKs) no longer required: 

The current requirement in 37 CFR 1.121(b) and (c) to provide two versions 
(a clean version and a marked up version) of each replacement paragraph, 
section, substitute specification or claim will be waived where an amendment is 
submitted in the following format: 

A) Amendments to the claims: 

Each amendment document that includes a change to an existing claim, or 
submission of a new claim, must include a complete listing of all claims in the application. 
After each claim number, the status must be indicated in a parenthetical expression, and the 
text of each claim under examination (with markings to show current changes) must be 
presented. The listing will serve to replace all prior versions of the claims in the application. 

(1) The current status of all of the claims in the application, including any previously 
canceled or withdrawn claims, must be given. Status is indicated in a parenthetical 
expression following the claim number by one of the following: (original), (currently 
amended), (previously amended), (canceled), (withdrawn), (new), (previously added), 
(reinstated - formerly claim #J, (previously reinstated), (re-presented - formerly dependent 
claim #_), or (previously re-presented). The text of all pending claims under examination 
must be submitted each time any claim is amended. Canceled and withdrawn claims should 
be indicated by only the claim number and status. 

(2) All claims being currently amended must be presented with markings to indicate the 
changes that have been made relative to the immediate prior version. The changes in 
any amended claim should be shown by strikethrough (for deleted matter) or underlining 
(for added matter). An accompanying clean version is not required and should not be 
presented. Only claims of the status "currently amended" will include markings. 

(3) The text of pending claims not being amended must be presented in clean version, i.e., 
without any markings. Any claim presented in clean version will constitute an assertion 
that it has not been changed relative to the immediate prior version. 

(4) A claim may be canceled by merely providing an instruction to cancel. Listing a claim as 
canceled will constitute an instruction to cancel. Any claims added by amendment must 
be indicated as (new) and shall not be underlined. 

(5) All of the claims in each amendment paper must be presented in ascending numerical 
order. Consecutive canceled or withdrawn claims may be aggregated into one 
statement (e.g. Claims 1 - 5 (canceled)). 



# 



* 
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Example of listing of claims: 

Claims 1-5 (canceled) 
Claim 6 (withdrawn) 

Claim 7 (previously amended): A bucket with a handle. 

Claim 8 (currently amended): A bucket with a gr ee n blue handle. 

Claim 9 (withdrawn) 

Claim 10 (original): The bucket of claim 8 with a wooden handle. 
Claim 1 1 (canceled) 

Claim 12 (new): A bucket with plastic sides and bottom. 

Claim 13 (previously added): A bucket having a circumferential upper lip. 

Claim 14 (re-presented - formerly claim 1 1): A black bucket with a wooden handle. 

B) Amendments to the specification: 

Amendments to the specification may be made by presenting a replacement 
paragraph, section or substitute specification marked up to show changes made relative 
to the immediate prior version. An accompanying clean version is not required and 
should not be presented. 

C) Amendments to drawing figures: 

Drawing changes may be made by presenting replacement figures which 
incorporate the proposed changes and which comply with § 1.84. An explanation of the 
changes made must be presented in the remarks section of the amendment. If the 
changes to the drawing figure(s) are not approved by the examiner, applicant will be 
informed in the next Office action. Any replacement drawing sheet should include all of 
the figures appearing on the immediate prior version of the sheet, even though only one 
figure may be amended. The figure or figure number of the amended drawing should 
not be labeled as "amended." 



Any questions regarding the submission of amendments pursuant to the revised 
practice set forth in this flyer should be directed to the following legal advisors in the 
Office of Patent Legal Administration (OPLA): Elizabeth Dougherty 
(Elizabeth. Doughertv@uspto.qovV Gena Jones (Eugenia.Jones@uspto.gov) or Joe 
Narcavage ( Joseph.Narcavaqe@uspto.gov ). For information on the waiver or legal 
aspects of the prototype, please contact Jay Lucas (Jav.Lucas@uspto.gov ). Senior 
Legal Advisor (PCTLA) or Rob Clarke (Robert.Clarke@uspto.gov ), Senior Legal Advisor 
(OPLA). Alternatively, further information may be obtained by calling OPLA at (703) 
305-1616. 
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USPTO Changes Correspondence Addresses 

Under Secretary and Commissioner for Patents To Get New Addresses 

22. The Department of Commerce's United States Patent and Trademark Office 
(USPTO) is changing some of its mailing addresses so all correspondence will be 
routed through a United States Postal Service facility in northern Virginia, in preparation 
for its move to new office space in Alexandria, VA, beginning at the end of this year. 

23. Effective May 1 , 2003, the general address for the Under Secretary of Commerce 
for Intellectual Property and Director of the United States Patent and Trademark Office, 
as well as for the Commissioner for Patents will be: 

PO Box 1450 

Alexandria, VA 22313-1450 

24. The address for the Commissioner for Trademarks and other trademark-related 
correspondence will not change. 

25. The USPTO has separate mailing addresses for other subject-specific 
correspondence. To determine the appropriate addresses for such correspondence, 
customers should check the USPTO Web site www.uspto.aov . 

26. For additional information, refer to the Federal Register, Vol. 68, No.57 
http : //www ■ uspto ■ qov/web/of f i ces/com/sol /noti ces/68f r!4332 . pdf 

27. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to WILLIAM D. CUMMING whose telephone number is 
703-305-4394. The examiner can normally be reached on Monday 10:00am-7:00pm, 
Tuesday & Wednesday 6:30am to 3:30pm and Thursday 10:00am to 8:30pm, EDT. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. WILLIAM TROST can be reached on 703-308-5318 . The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
746-6075 for regular communications and 746-6075 for After Final communications. 
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28. Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-306- 




wiluam cumming 

Primary Patent Examiner 
Washington, DC 20231 
(703) 305-4394 (703) 308 6306 FAX 
williani.cumming@uspto.gov 



